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UNITED STATESDISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

BRUSH CREEK MEDIA, INC,,
Paintiff, No. C-02-3491 EDL
V. ORDER REMANDING CASE

JACK BOUJAKLIAN, et d.,
Defendants.

INTRODUCTION

Fantiff Brush Creek Mediacommenced thisactioninSanFrancisco Superior Court on June 28, 2002,
dleging five gtate law clams (1) interference with prospective economic advantage; (2) conversion; (3)
injunctive rdief; (4) accounting and (5) fase designation of origin, unfair competition and misgpproprietion.
Fantiff’ sfifthstate law dam, induding analegation of interference withintellectua property rights by copying,
appeared to sound in copyright, which would have conferred jurisdiction on this Court. On July 22, 2002,
Defendantsremoved the action. On July 26, 2002, Plaintiff moved to enforce a preliminary injunctionissued
by the state court and Defendants moved to vacate or modify the injunction.

On August 1, 2002, the Court hdd a hearing on the parties motions. In addition to argument by
counsd, the Court heard testimony from three witnesses. The main focus of the hearing was this Court’s
juridiction. Plaintiff informed the Court that he intended to fileaFirst Amended Complaint diminating the sate
law dam sounding in copyright. He did so on August 2, 2002. On August 5, 2002, without leave of court
or dipulation of the parties, Plaintiff submitted a Second Amended Complaint. The parties submitted further
briefing as ordered by the Court on August 7 and August 9, 2002. The Court held a second hearing on
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August 13, 2002, which aso focused on the Court’s jurisdiction. Upon consideration of the parties ora
argumentsand their submissions, good cause gppearing, and for the reasons set forthbelow, the Court remands
this case for lack of subject maiter jurisdiction.

BACKGROUND FACTS

Fantiff is a Cdifornia corporation in the business of sdling adult gay pornographic movies and
magazines. Plantiff’ spresdent and soleowner isBear Dog Hoffman. Defendant Jack BoujaklianisHoffman's
former domestic partner and former business partner, who now operates Defendant Panther Entertainment.
Defendant Pecific Sun Entertainment is al so a Cdlifornia corporation that manufacturesand distributesadult gay
pornographic films.

On April 22,2002, Hoffmanand Boujaklianentered into an agreement under which Boujaklianwould
be the Chief Operating Officer and Hoffman would be the Chief Executive Officer of Brush Creek Media
Subsequently, Boujaklian alegedly stole over 300 master video tapes from Plaintiff’s office. Plantiff owned
the master tapesand videosmade fromthosetapes. Declaration of Bear Dog Hoffman in Support of Mation
to Enforce Prdiminary Injunction 11 4-5.

Boujaklian entered into licensing agreements for the videos with Defendant Pecific Sun on May 2-3,
2002. Declaration of Motti GreeninSupport of Motion to Vacate or Modify Preiminary Injunction 11 3, 6,
9, Exs. A, B, C. In each of the agreements, it appears that Boujaklian purported to act on behaf of severa
entities, induding Plantiff. Pacific Sun had conducted busi nesswith Hoffman, Boujaklianand Brush Creek for
approximately seven years and believed, at the timeit executed the licensing agreements, that Boujaklian had
authority to enter into contracts for Brush Creek. 1d. 2. Payments under these licensing agreements were
meade primarily to Boujaklian individualy, however, rather than to Brush Creek Media. At the hearing on
August 1, 2002, Boujaklian admitted that he used at least some of the money to make payments on a house.
On May 8, 2002, Hoffman terminated Boujaklian’s employment.

Brush Creek obtained a Temporary Restraining Order in state court on June 28, 2002 that prohibited
Defendants from “ producing, manufacturing, sdling marketing or trandferring the master tapes or the rights to
those tapes to any party.” Declaration of Robert Crowe in Support of Defendant Pacific Sun's Motion to
Vacate or Modify Preliminary Injunction Ex. A. Later, on July 19, 2002, Plaintiff secured a preliminary
injunctionduring astate court hearing. The priminary injunction restrained Defendants Boujaklian and Pecific
Sun from “manufacturing, sdling or marketing the master tapes or from marketing or sdling DVDs that are
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copies of the master tapes.” Transcript of July 19, 2002 Hearing at 8:15-18. Defendants were also required
to return the master tapesto Plaintiff. Id. at 8:19.

On August 2, 2002, Plaintiff sent copyright registration materials for certain master tgpes to the
Copyright Office. According to Pantiff, the Copyright Office received those materials on August 5, 2002.
Based onthefiling of copyright registration materids, Plantiff included a clam for copyright infringement inhis
Firs Amended Complaint.

DISCUSSION

Pursuant to 17 U.S.C. § 411(a), “no action for infringement of the copyright in any work shdl be
indtituted until registration of the copyright daim hasbeen made in accordance with thistitle.” The question of
whether a plaintiff can bring a copyright infringement daimunder 17 U.S.C. § 411(a) after the Copyright Office
receives an application for copyright registration, but before it issues a certificate of regidration, is unsettled.

Severa courts, aswel astheauthorsof the leading treati se on copyright, have concluded that a pending
registrationapplicationis sufficdent to confer federal jurisdictionover acopyright infringement daim. See Apple
Barrel Prods., Inc. v. R.D. Beard, 730 F.2d 384 (5th Cir. 1984) (finding that to bring a copyright infringement

auit, aplaintiff need not prove possession of a certificate, but need only prove payment of the fee, deposit of
the work inquestion and receipt by the Copyright Office of the application); see also Geoscan, Inc. of Texas

v. Geotrace Techs., Inc., 226 F.3d 387, 393 (5th Cir. 2000); Sefton v. Jew, 201 F. Supp. 2d 730, 747, n.
13 (W.D. Tex. 2001); Seftonv. Webbworld, Inc., 2001 WL 896933, *2, n. 2 (N.D. Tex.); Gable-Leigh, Inc.
v. North Am. Miss, 2001 WL 521695, *4 (C.D. Cal. 2001); Lennon v. Seaman, 84 F. Supp. 2d 522, 523
(S.D. N.Y. 2000); Dids v. Falk, 916 F. Supp. 985, 994, n. 6 (C.D. Ca. 1996); Tang v. Hwang, 799 F.

Supp. 499, 502-03 (E.D. Pa. 1992); Secure Servs. Tech., Inc. v. Time & Space Processing, Inc., 722 F.

Supp. 1354, 1364 (E.D. Va 1989); 2 Mdville B. Nimmer & David Nimmer, Nimmer on Copyright, 8
7.16[B][1][a] at 7-155 (ating Apple Barrel Prods., Inc. v. R.D. Beard, 730 F.2d 384 (5th Cir. 1984);

Internationa Kitchen Exhaust Cleaning Ass nv. Power Washers of North Am., 81 F. Supp. 2d 70, 72 & n.
17 (D. D.C. 2000); Sebadtian Int’'l, Inc. v. Consumer Contact Ltd., 664 F. Supp. 909, 912 (D. N.J. 1987);

Wilson v. Mr. Teg's, 855 F. Supp. 679, 682-83 (D. N.J. 1994)). Other courts have concluded instead that

a certificate of copyright regigration from the Copyright Office is a prerequisite to bringing a copyright

infringement daim. See Oyster Software, Inc. v. Forms Processing, Inc., 2001 WL 1736382, *10-11 (N.D.
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Cal.); Goebel v. Manis, 39 F. Supp. 2d 1318, 1319 (D. Kan. 1999) (preferring the Apple Barrel approach,

but holding that a certificateisrequired based on the plain language of the statute); Ryan v. Carl Corp., 1998

WL 320817, *2-3 (N.D. Cal.).
InRyanv. Carl Corp., 1998 WL 320817, *2 (N.D. Cd.), Judge Fern Smith, recognizing the absence

of controlling or congstent case law onthisissue, examined the language of the Copyright Act. Ryan held that
the plainlanguage of the Act compelled the conclusionthat a plaintiff cannot maintain aninfringement action until
the Copyright Office issues a certificate of regidration. See aso Oyster Software, Inc. v. Forms Processing,

Inc., 2001 WL 1736382, * 10-11 (N.D. C4d.) (fallowing Ryan and finding alack of subject matter jurisdiction
where the plaintiff did not dlege initscomplaint that it possessed a certificate of copyright registration). Judge
Smithspedificaly found that Roth Greeting Cardsv. United Card Co., 429 F.2d 1106 (Sth Cir. 1970) did not

control the issue, because Roth construed the 1909 Copyright Act and did not govern interpretation of the
current Copyright Act. See Roth, 429 F.2d at 1108-09 (interpreting the language of the 1909 Copyright Act,
which differed from the current Act by providing that no infringement action “shdl be maintained” until the
applicant has* complied with” the requirementsto deposit copies of the work and registrationmaterias, to find
that the plaintiff could maintain a copyright action where the plaintiff had deposited the requisiteforms and fees
in the mall on the same day as it filed the complaint, and where the regidtration date related back to earlier
materials sent to the Copyright Office prior to filing the complaint.)

Section 410(a) of the Copyright Act states that the Register of Copyrights shdl register aclaim and
issue a certificate “when, after examination, [the Register of Copyrights] determines thet . . . the materid
deposited condtitutes copyrightable subject matter and that the other lega and forma requirements of thistitle
have been met.” 17 U.S.C. § 410(a) (emphasis added). Judge Smith found that this section cut against
automatic registrationbecauseit indicated that the Copyright Office, not the copyright gpplicant, must register
the copyright after examingtion. Ryan, 1998 WL 320817, * 2. Further, dthough the Copyright Act Statesthat
the “effective date of a copyright registration is the day on which an application, deposit, and fee, which are
determined by the Register of Copyrights or by a court of competent jurisdiction to be acceptable for
regigration, have dl been received” (17 U.S.C. § 410(d)), Judge Smith interpreted this provisonto meannot
that an applicationis consgdered registered while it is being examined by the Copyright Office, but instead that
once an gpplicationhas been considered and accepted by the Copyright Office, the registration is backdated
to the time the gpplication isreceived. Ryan, 1998 WL 320817, * 2. Findly, Judge Smith determined that




United States District Court

For the Northern District of California

© 00O N o o b~ W N P

L e O o =
N~ o 00 M W N Rk O

o
© o

N N DN DN D N N N DN
o N o o~ W N P, O

17U.S.C. §408(a), whichstatesthat an applicant can obtain registration by ddivering the applicationmaterids
to the Copyright Office, did not supersede the requirement from 17 U.S.C. § 410(a) that examindion is a
prerequisite to regidration. 1d.

In concluding thet the plain language of the Copyright Act precluded an infringement action while a
copyright application is pending, Judge Smith recognized that “construing the statute this way leads to an
inefficient and peculiar result.” Ryan, 1998 WL 320817 at *2. Even so, where Congress' intent is clear, as
in the case of the Copyright Act, the court did not fed free “to redraft statutes to make them more sensible or
just” Id.

Here, the Court reluctantly agrees with Ryan that the plain language of the statute precludesinditution
of aninfringement action while a copyright gpplication is merdy pending, eventhough the Court sharesRyan's
view that thisresult isinefficient. Under the plainlanguage of the Act, gpplication for copyright registration does
not condtitute regigtration. Indeed, examination of the Copyright Act reveds further support for the view that
the Copyright Office' sexaminationof the materia sought to be copyrighted and determinationwhether to issue
acertificate of regigtrationisaprerequisite to bringing aninfringement action. 1n 1976, Congress amended the
Act to provide that:

[ijn any case, however, where the deposit, application and fee required for regidration

have been ddivered to the Copyright Office in proper form and registration has been

refused, the applicant isentitled to inditute an actionfor infringement if notice thereof, with

acopy of the complaint, is served on the Register of Copyrights.
17 U.S.C. 8411(a). If “regidration” is complete upon receipt of the gpplication materids by the Copyright
Office, thenan applicationthat would later be regected by the Copyright Office could support an infringement
action prior to receiving a certificate or denid thereof and without satisfying the condition that Congress
included for bringing actions uponreection, that is, to give naotice to the Copyright Office. Interpreting the Act
to require a certificate prior to bringing an infringement action gives effect to the requirements for bringing a
claim upon regjection of the copyright application contained in 17 U.S.C. § 411(a).

Although the Apple Barrdl line of cases is more gppeding from an efficiency sandpoint, the plain
languege of the statute forecl oses copyright suitswhile acopyright applicationis pendingand beforeacertificate
of regigtration issues (or isdenied). Therefore, Plaintiff here cannot maintain his copyright infringement claim
at thistime because Plaintiff does not yet have a certificate of registration of copyright. Asgrantingleavetofile
Faintiff’s proposed Second Amended Complaint would be futile until the Copyright Office acts on the
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applicationand issue or denies regidration, the Court cannot alow filing of the Second Amended Complaint.

The question remains whether the Court has jurisdiction over Flaintiff’s state law claims based on
preemption under the Copyright Act. An action arises under the Copyright Act “if and only if the complaint
isfor aremedy expresdy granted by the Act, e.g., asuit for infringement or for statutory roydties for record
reproduction . . . or assertsadam requiring constructionof the Act, . . . or, at the very least and perhaps more
doubtfully, presents a case where a diginctive policy of the Act requires that federa principles control the
dispostionof thedam.” Topolosv. Caldewey, 698 F.2d 991, 993 (9th Cir. 1983) (quoting T.B. Harms Co.
v. Eliscy, 339 F.2d 823, 828 (2d Cir. 1964) cert. denied 381 U.S. 915 (1965)). Specifically,

If that daim involves copyright infringement or other matter directly related to the
interpretationand enforcement of the Copyright Act, jurisdictionhas been upheld. Onthe
other hand, whereit has been determined that the daimis essentidly for some common|law
or state-created right, most generdly for anaked declaration of ownership or contractua
rights, jurisdiction has been declined, even though the dam might incidentaly invalve a
copyright or the Copyright Act.

Topolos, 698 F.2d at 993 (quoting Royaty Control Corp. v. Sanco, Inc., 175 U.S.P.Q. 641, 642 (N.D. Cal.

1972)); seeaso Vestron, Inc. v. Home Box Officelnc., 839 F.2d 1380 (9th Cir. 1988); Firoozye v. Earthlink

Network, 153 F. Supp. 2d 1115, 1125 (N.D. Cal. 2001). Theplantiff’scomplaintisdigpostiveof theissue;
anticipated defenses such asthe plaintiff’ slack of copyright ownership do not defeat jurisdiction. Vestron, 839

F.2d at 1381.

In Firoozye, acase of firstimpresson in this Circuit, Judge Charles Breyer followed Rosciszewski v.

Arete Assocs., Inc., 1 F.3d 225 (4th Cir. 1993) to hold that state law clamsthat are equivaent to federa

copyright claims are completely preempted by the Copyright Act. He Stated,

Accordingly, if any of the plaintiff’ sdams are preempted under the Copyright Act, those
preempted daims mug be viewed as invalving federa questions for the purpose of the
well-pleaded complaint rule. This Court would then possess subject matter jurisdiction
over the entire complaint, thereby requiring the Court to deny the plaintiff’s motion to
remand. On the other hand, if none of the plaintiff’s clamsis preempted, the face of the
plantiff’ swell-pleaded complaint would not arise under federd law and this Court would
not have jurisdiction, compelling remand to state court.

Firoozye, 153 F. Supp. 2d a 1123. A plaintiff’s Sate law cause of action is preempted under the Copyright
Act if: (1) the work involved fals within the generd subject matter of the Copyright Act . . . ; and (2) therights
that the plaintiff asserts under sate law are equivaent to those protected by the Act . . ..” Firoozye, 153 F.
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Supp. 2d at 1123-24. To determine whether the rightsasserted are equivaent to those protected by the Act,
Judge Breyer enunciated the following extra-element test:
.. . acourt mugt andyze the dements of the tate-law cause of action to seeif the right
defined by state law may be abridged by an act which in and of itsdf would infringe one
of the exdusverightsinthe Act. Conversdly, if thereisan‘extradement’ that isrequired
in place of or inadditionto the acts of reproduction, performance, distribution, or display
in order to condtitute astate-law cause of action, and the ‘ extradlement’ required by state
law changes the nature of the action so that it is quditatively different from a copyright
infringement claim, the sate-law clam is not preempted.
Firooyze, 153 F. Supp. 2d at 1125.

Here, Plantiff aleges statelaw damsfor Recel pt of Embezzled Property, Interference with Prospective
Economic Advantage and Conversion. None of these are preempted under Vestron or even under the
complete preemptionapproach of Firooyze. Each clam requires an extraeement in place of or in addition to
dams under the Copyright Act, which focuses onreproductionof awork. Specificdly, thefirst cdam requires
the extra dement of receipt of embezzled property. The second claim requires the extra eement of
interference, in this case by dlegedly improperly licenang the rightsto the videos. The third claim, conversion,
involvesthe extradement of dleged theft of awork as to Boujaklian and of fasifying documents as to Pecific
Sun. Indeed, in Firooyze, Judge Breyer noted that a converson dam that involves tangible property is
probably immune from preemption. Because these claims are not preempted, the Court does not have
jurisdiction over them.

Plantiff’ sremaning “dams’ for injunctive relief and an accounting are not redly claims, but types of
remedies. Theseremediesare not per se preempted by the Copyright Act and appear to be potential remedies
for the remaining state law dlams. For example, the conversion clam could well support aninjunction requiring
returnof stolen property and accounting of profitsfromitsilliat usewhile solen. Defendantsraisethelegitimate
questionwhether one particul ar aspect of the state court preliminary injunction-- the provisionenjoiningcopying
-- isaremedy preempted by the Copyright Act. That question, however, is more properly addressed to the
state court onremand, sSincethis Court hasdeterminedthat it |acksjurisdictionover the state clams. ThisCourt
declines Defendant’ s request that it edit the state court injunction.

CONCLUSION
Because Pantiff cannot maintain a copyright infringement daimat thistime and the remaining ate law

clams are not preempted, the Court lacksjurisdiction. Therefore, this case must be remanded.
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The Court ismindful of Pacific Sun’sconcernabout the propriety of the portion of the injunctionissued
by the state court prohibiting reproduction of the tapes. Theissue of the scope of the injunction inlight of the
amended complaint, however, is more properly directed to the state court.

IT 1SSO ORDERED.

Dated: August 19, 2002

ELIZABETH D. LAPORTE
United States Magistrate Judge




